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Counterfeit Goods Seizure Act of 2019, S.2987 

A bill to authorize U.S. Customs and Border 
Protection (CBP) to seize imported merchandise that 
infringes a design patent. 

(currently $190 for ® & ©)
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§1595a. Forfeitures and other penalties


(c) Merchandise introduced contrary to law


(2) Merchandise may be seized and forfeited if - 


(C) it is merchandise or packaging in which copyright, 

design patent, trademark, or trade name violations are involved (including 
but not limited to, violations of sections 42, 43 or 45 of the Act of July 5, 
1946 (15 U.S.C. 1124, 1125 or 1127), sections 506 or 509 of title 17, United 
States Code, section 271 or 289 of title 35, United States Code, or sections 
2318 or 2320 of title 18, United States Code).

S.2987 markup

3

mailto:george.raynal@designlawgroup.com


AIPLA & ABA-IPL Joint ITC Committee Call

January 23, 2020

© 2020 George Raynal (george.raynal@designlawgroup.com) 4

Recordation Search Allegation

CBP Electronic Services
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Recent AIPLA Support for U.S. CBP recordation and enforcement of 
Design Patents: 

“Design patent enforcement by U.S. Customs and Border Protection (CBP) 
could substantially reduce the trafficking in counterfeit and pirated goods … 
This enforcement option could address many increasingly common shipping 
schemes used by counterfeiters and pirates to get around traditional 
trademark enforcement by CBP. In addition, this change could help stop 
knockoffs at the earliest, and often only, stage of possible detection before 
entering the marketplace.”
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Recent AIPLA Support for U.S. CBP recordation and enforcement of 
Design Patents: 

“The effective and efficient enforcement of design patent rights at the border 
by the government and private parties would benefit the public in a number 
of ways. First, elimination of knock-off products provides an overall public 
benefit as it protects public expectations about the quality of products and 
protects public health and safety through the elimination of harmful and 
substandard look-a-likes/imitations. Further, efficient enforcement efforts at 
the border benefit both producers and consumers by reducing, in some 
cases, the need for expensive civil litigation, the cost of which may be 
passed on to the consumer through higher prices. Accordingly, AIPLA 
encourages CBP to enforce design patents at the border.”
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Recent ABA-IPL Support for U.S. CBP recordation and enforcement of 
Design Patents: 

The ABA-IPL wrote to the US Government in November 2018 to suggest 
that it “should enhance the Customs Recordation Systems to include U.S. 
Design Patents” and again in July 2019:


“As counterfeiters become more sophisticated, they are finding 
ways to avoid the currently available tools for stopping imporation 
at the border, such as by removing infringing trademarks and logos 
from lookalike products. By enhancing the Customs Recordation 
System to also include U.S. Design PAtents, design rights holders 
would have another tool available to them to ensure that in may 
cases inferior and possible dangerous knock-off products are not 
allowed into the U.S.”
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Customs is for 
Trademark and Copyright 

ITC is for 

Utility and Design Patent

Misconception?
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Trade Remedies for Intellectual Property Rights Violations

U.S. ITC 

337 Investigation and Exclusion Orders


• Trademarks

• Copyright

• Design Patents

• Utility Patents

U.S. CBP 

Recordation; Detention and Seizure


• Trademarks

• including Trade Dress


• Copyrights

• including pending applications for 9 months


• Design Patents

• if added per S.2987

CBP enforcement 
discretionary

CBP enforcement  
required
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“If, in the eye of an ordinary observer, giving such attention as a purchaser 
usually gives, two designs are substantially the same, if the resemblance is 
such as todeceive such an observer, inducing him to purchase one supposing 
it to be the other, the first patented is infringed by the other.”


Gorham v. White (1880)

U.S. CBP Ruling HQ247145, December 27, 2013

Existing CBP Framework for Design Patent Infringement Analysis
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"In some instances, the claimed design and the accused design will be sufficiently 
distinct that it will be clear without more that the patentee has not met its burden 
of proving the two designs would appear ‘substantially the same’ to the ordinary 
observer, as required by Gorham. 


In other instances, when the claimed and accused designs are not plainly 
dissimilar, resolution of the question whether the ordinary observer would consider 
the two designs to be substantially the same will benefit from a comparison of the 
claimed and accused designs with the prior art….


Where there are many examples of similar prior art designs,…differences between 
the claimed and accused designs that might not be noticeable in the abstract can 
become significant to the hypothetical ordinary observer who is conversant with 
the prior art.” 


Egyptian Goddess v. SWISA (Fed. Cir. 2008)

U.S. CBP Ruling HQ247145, December 27, 2013

Existing CBP Framework for Design Patent Infringement Analysis
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Certain Convertible Sofas and Components Thereof 
ITC Inv. No. 337-TA-1122 (July 22, 2019)

“sufficiently distinct”

Patented Accused
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“If the accused infringer elects to rely on the comparison prior art as part of its 
defense against the claim of infringement, the burden of production of that prior 
art is on the accused infringer….Under the ordinary observer test,…it makes 
sense to impose the burden of production as to any comparison prior art on the 
accused infringer. The accused infringer is the party with the motivation to point 
out close prior art, and in particular to call to the court’s attention the prior art that 
an ordinary observer is most likely to regard as highlighting the differences 
between the claimed and accused design.”


Egyptian Goddess v. SWISA (Fed. Cir. 2008)

U.S. CBP Ruling HQ247145, December 27, 2013

Existing CBP Framework for Design Patent Infringement Analysis
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1. Merchandise Presented for Examination (MPE)

2. CBP Officer Identifies Suspect Shipment

3. Within 5 Days of MPE, CBP must decide whether to Release or Detain


‣ Detention based on Reasonable Suspicion

‣ Send Notice of Detention to Importer

‣ Send limited info to IPR owner (non-identifying photos and samples)


‣ MSRP requested to determine fines

4.    Within 7 days of Detention Notice


‣ Importer must prove authorization, or if not

‣ CBP May send more detail to IPR owner


‣ Identifying photos and samples

5. Within 30 days of MPE, CBP must decide whether to Release or Seize


‣ Send Comprehensive importation info to IPR owner

‣ Send Notice of Seizure to Importer

‣ Publish Notice of Seizure and Intent to Forfeit (3 consecutive weeks)


6. In response to Notice of Seizure, Importer may

‣ Abandon; CBP begins administrative forfeiture proceedings

‣ Make offer in Compromise

‣ File Petition for Administrative Remission or Mitigation of Forfeiture (60 days)

‣ Alternatively/Subsequently, file Claim (+ bond) to request Judicial Forfeiture Proceeding

‣ Take no action; CBP begins administrative forfeiture proceedings

U.S. CBP Detention & Seizure Process (trademark)
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COPYRIGHT RECORDED CLEARLY PIRATICAL SEIZE

POSSIBLY PIRATICAL DETAIN

NOT RECORDED CLEARLY PIRATICAL SEIZE

POSSIBLY PIRATICAL DO NOT SEIZE

(CBP POLICY)

TRADEMARK RECORDED COUNTERFEIT

(IDENTICAL OR SUBSTANTIALLY INDISTINGUISHABLE) SEIZE

CONFUSINGLY SIMILAR DETAIN

GRAY MARKETY SEIZE

NOT RECORDED COUNTERFEIT

(IDENTICAL OR SUBSTANTIALLY INDISTINGUISHABLE) SEIZE

CONFUSINGLY SIMILAR DO NOT SEIZE

(CBP POLICY)

GRAY MARKETY NO SEIZURE AUTHORITY

U.S. CBP Directive on Detention and Seizure Authority (2310-010A)
(degree of similarity)
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Dulles CBP Seizes $101k in Counterfeit Designer Brand Smartphone Cases

Examples of Recent U.S. CBP Seizures
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Dulles CBP Seizes more than $2 Million in Counterfeit Consumer Goods from China

Examples of Recent U.S. CBP Seizures
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CBP Jackson officers seize $4K in counterfeit Nike shoes

Examples of Recent U.S. CBP Seizures
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CBP Seizes 1,072 Fake Lead Batteries in San Juan

Examples of Recent U.S. CBP Seizures
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Philadelphia CBP Seizes more than $400K in Counterfeit Luxury Watches

Examples of Recent U.S. CBP Seizures
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CBP Seizes Over $2.2 Million worth of Fake Nike Shoes at LA/Long Beach Seaport

Examples of Recent U.S. CBP Seizures

mailto:george.raynal@designlawgroup.com


AIPLA & ABA-IPL Joint ITC Committee Call

January 23, 2020

© 2020 George Raynal (george.raynal@designlawgroup.com) 22

Over 5,200 Fake Refrigerator Water Filters from China Seized by CBP at LA/Long 
Beach Seaport

Examples of Recent U.S. CBP Seizures
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Louisville CBP Seizes $90M in Counterfeit Merchandise

Examples of Recent U.S. CBP Seizures
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Philadelphia CBP Seizes $235K in Counterfeit Speakers from China bound for LA

Examples of Recent U.S. CBP Seizures
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CBP NOLA Seizes $2.6 Million in  Counterfeit Designer Bracelets

Examples of Recent U.S. CBP Seizures
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Philadelphia CBP Seizes Nearly $1 Million in Counterfeit Smartphones from China

Examples of Recent U.S. CBP Seizures

mailto:george.raynal@designlawgroup.com


AIPLA & ABA-IPL Joint ITC Committee Call

January 23, 2020

© 2020 George Raynal (george.raynal@designlawgroup.com) 27

Dallas CBP Seizes Over $240K in Counterfeit Cameras from Hong Kong

Examples of Recent U.S. CBP Seizures
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Dallas CBP Seizes Over $240K in Counterfeit Cameras from Hong Kong

Examples of Recent U.S. CBP Seizures
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CBP Stops Attempt to Smuggle $3.4 Million worth of Counterfeit Products at LA

Examples of Recent U.S. CBP Seizures
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U.S. CBP Detention & Seizure Process (copyright)

Notice of Proposed Rulemaking

October 16, 2019
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9 months + 90 day extension

Recordation and Enforcement of Pending 
Applications for Copyright Registration
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Product Configuration Registrations Recorded with CBP 

2019
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3453754

3052330 3052331

3052329

2853770 3064774

2853769

3580534

Product Configuration Registrations Recorded with CBP
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D811,964

D828,255 D823,741

D813,120

LKQ Corp. v. GM Global Tech. Oper. 
IPR2020-00062 (D811,964)

IPR2020-00063 (D828,255)

IPR2020-00064 (D823,741)

IPR2020-00065 (D813,120)


Filed October 17, 2019

Design Patent Validity Challenges

Design Patent IPR Stats:


Institution Granted 41%(16/39)


Found Unpatentable 69% (11/16)
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LKQ Corp. v. GM Global Tech. Oper. 
PGR2020-00002 (D847,043)

PGR2020-00003 (D847,703)

PGR2020-00004 (D840,306)

PGR2020-00005 (D841,532)


Filed October 17, 2019

D847,043 D847,703 D840,306

D841,532

Design Patent Validity Challenges

Design Patent PGR Stats:


Institution Granted 3/7

1 Found Unpatentable


1 Terminated

1 pending
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Automotive Body Parts Assoc. v. Ford Global Tech. 
Fed. Cir. 2018-1613 (July 23, 2019)

validity of design patents for replacement parts affirmed
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1. Furthers U.S. Intellectual Property Enforcement Objectives

i. The Presidential Memorandum on Combating Trafficking in Counterfeit 

and Pirated Goods (April 3, 2019)

ii. The U.S. Joint Strategic Plan on Intellectual Property Enforcement


2. Infringing merchandise also often presents health and safety issues

3. Simple legislative amendment would have a meaningful impact

4. Other countries enforce design patents (or registrations) at the border

5. Would stop infringing goods from becoming counterfeit by domestic 

assembly after import

6. CBP Examiners and Attorneys already have significant IPR enforcement 

responsibilities and experience

7. Design patents could be added to existing recordation and training systems

Reasons to Support Passage of S.2987
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8. CBP already makes design patent infringement decisions

i. Claim construction is most often satisfied by reference to the illustrations

ii. Design patent infringement determinations are routinely made in 

summary judgement

iii. No need for detailed infringement analysis and prior art if designs are 

“sufficiently distinct”

iv. If not plainly dissimilar resolution of the infringement inquiry might benefit 

from prior art, but it is the Defendant’s burden to produce

9. Existing IPR enforcement programs and resources can facilitate design 

patent enforcement

1. Centers of Excellence

2. Donations Acceptance Program


10. Design patent recordation would generate fees

11. Design patent owners can help with training

12. Design Patents issue after examination with a presumption of validity and can 

be challenged by reexamination, IPR and PGR

13. Bond requirement

Reasons to Support Passage of S.2987
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Example of Donation Acceptance Program
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District Court

75

150

225

300

2008 2009 2010 2011 2012 2013 2014 2015 2016 2017 2018 2019

2 1 3 3 3 5 2 4 5 4 3 1

195 181
211

242 245 256
213

249
278

243
199 201

Design Patent Infringement Complaints

ITC
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337-TA-1182 337-TA-1143 337-TA-1124

Recent ITC Complaints with Design Patents
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Suggestions?                  Questions?
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